REMARKS 

Claims 19-34 remain pending in the case. Claims 19-34 stand rejected. 
Although Claims 19-23 and 27-31 have been amended herein, no new matter 
has been added in view of the claim amendments. Applicants respectfully 
request reconsideration in view of the remarks presented herein. 



35U.S.C. 5103(a) 

Claims 19-34 are rejected under 35 U.S.C. §1 03(a) as being unpatentable 
over United States Patent No. 6,600,902 to Bell, hereinafter referred to as "Bell," 
in view of United States Patent No. 6,484,027 to Mauney, hereinafter referred to 
as "Mauney." Applicants have reviewed the cited references and respectfully 
submit that the embodiments of the present invention as recited in Claims 19-34 
are patentable over Bell in view of Mauney based upon the following rationale. 



Applicants respectfully direct the Examiner to independent Claim 19 as 
amended in this response (emphasis added): 



An automated telephone dialing system, comprising: 
a telephone having a wireless port for short range wireless 
data transfer; and 

a handheld computer system having a wireless port for 
communication with the wireless port on the telephone, wherein a 
specific telephone number is selectable from a list displayed on the 
handheld computer system and wherein the handheld computer 
system is operable to transfer the specific telephone number to the 
telephone using a wireless communication, and wherein the 
handheld computer system is configured to control the telephone 
via the wireless communication such that the telephone dials the 
specific telephone number . 
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Independent Claim 27 recites similar limitations. Claims 20-26 that depend from 
independent Claim 19 and Claims 28-34 that depend on independent Claim 27 
provide further recitations of the features of the present invention. 

Claim 19 recites a system that comprises at least two devices: a 
telephone and a handheld computer system. The handheld computer system 
displays a list of phone numbers, from which the user may select one to dial. 
Claim 19 further recites that the handheld computer system is able to control the 
telephone, thus causing the telephone to dial the selected telephone number 
transferred to the telephone from the handheld computer system. Applicants 
respectfully assert that the neither Bell nor Mauney teach or suggest these 
limitations of Claim 19, alone or in combination, for the following rationale. 

Applicants respectfully assert that Bell does not suggest, describe, or 
teach the limitation "wherein a specific telephone number is selectable from a ]ist 
displayed on the handheld computer system" as recited in Claim 19 (emphasis 
added). Applicants understand Bell to teach a wireless system for transferring 
data objects, such as virtual business cards and calendars, from one wireless 
station to another (Abstract; col. 3, lines 30-33). Although a virtual business card 
or calendar may contain a phone number, the phone number is not selected from 
a list as recited in Claim 19. As such, Bell does not suggest, describe, or teach 
that a virtual business card or calendar is a list, or that a specific telephone 
number is chosen from any list, as claimed by Applicants. 
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Moreover, even assuming that a virtual business card or calendar is a list, 
Bell effectively teaches awav from selecting a specific telephone number from 
the list, as claimed by Applicants, by teaching that the entire virtual business card 
or calendar is selected for transfer during a swap (Fig. 3; col. 3, lines 30-33). 
More specifically, Bell defines virtual business cards and calendars as data 
objects, and teaches that these data objects are selected in whole for transfer 
(col. 5, lines 26-30; col. 6, lines 44-46). Therefore, by teaching selection of the 
entire virtual business card or calendar, Bell effectively teaches awav from 
selection of a specific telephone number from a list as claimed by Applicants. 

Applicants respectfully assert that Bell does not suggest, describe, or 
teach the limitation "wherein the handheld computer system is configured to 
control the telephone via the wireless communication such that the telephone 
dials the specific telephone number 1 ' as recited in Claim 19 (emphasis added). 
As discussed above, Applicants understand Bell to teach a wireless system for 
exchanging data, without mention of one wireless station controlling another 
(Abstract). However, the mere exchange of data as described in Bell is separate 
and distinct from the claim limitation of one wireless station controlling another. 
As shown in blocks 805 and 806 of Figure 8 in the present application, the phone 
number to be dialed is transferred before the receiving wireless telephone is 
controlled or instructed to dial the telephone number. Accordingly, Claim 19 
recites the data exchange and control elements as separate limitations. In 
addition, not only is Bell silent as to one wireless station controlling another, but 



Serial No. 09/727,727 
Examiner: Milord, Marceau 



-8- 



Art Unit 2682 
PALM-2910.SG 



Bell also fails to more specifically suggest, describe, or teach one wireless station 
dialing a specific telephone number on another as claimed by Applicants. 

Furthermore, Applicants respectfully assert that Bell teaches awav from 
the configuration where one wireless station controls another. In accordance 
with Figure 3 of Bell, the recipient wireless station must enter a PIN-code in order 
for it to receive the data sent by the transmitting wireless station (col. 5, line 65 
through col. 6, line 35). As such, Bell teaches that a transmitting wireless station 
may not unilaterally control a receiving wireless station to accept data, thereby 
completing the data exchange. Therefore, if a transmitting station may not force 
the receipt of data, it cannot then control the receiving wireless station to process 
that data. Thus, Bell effectively teaches awav from one wireless station 
controlling another, as claimed by Applicants. 

Moreover, the combination of Bell and Mauney fails to teach or suggest 
the claimed embodiments because Mauney does not overcome the shortcomings 
of Bell. Mauney, alone or in combination with Bell, does not show or suggest the 
present invention as claimed. 

Applicants respectfully assert that Mauney does not teach, describe, or 
suggest the limitation "wherein a specific telephone number is selectable from a 
list displayed on the handheld computer system" as recited in Claim 19 
(emphasis added). Applicants understand Mauney to teach wireless handsets 
with a memorize feature that allows the handsets to exchange data via wireless 
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transmission (Abstract). However, Mauney does not teach that this transferred 
data is a list, as claimed by Applicants. Therefore, Mauney does not suggest, 
describe, or teach that a specific phone number is selectable from a list displayed 
on a handheld computer system, as claimed by Applicants. 

Moreover, even assuming that the transferred data is a list, Mauney 
effectively teaches awav from selecting a specific telephone number from the list, 
as claimed by Applicants, by teaching that the data is transferred in whole (Fig. 
6D). More specifically, in accordance with Figure 6D, Mauney teaches that the 
receiving handset performs all processing of the handset data after receipt (col. 
21 , lines 4-9). As such, the transmitting handset transfers the data in whole such 
that the receiving handset can thereafter process the data. Therefore, by 
teaching selection of the handset data in whole , Mauney effectively teaches 
awav from selection of a specific telephone number from a list as claimed by 
Applicants. 

Applicants respectfully assert that Mauney does not teach, describe, or 

suggest the claimed limitation of "the handheld computer system is configured to 

control the telephone via the wireless communication such that the telephone 

dials the specific telephone number" (emphasis added). Applicants understand 

Mauney to teach wireless handsets with a memorize feature that allows the 

handsets to exchange data via wireless transmission, without mention of one 

handset controlling another (Abstract). However, the mere exchange of data as 

described in Mauney is distinguishable from one wireless handset controlling 

Serial No. 09/727,727 Art Unit 2682 

Examiner: Milord, Marceau - 10 - PALM-2910.SG 



another as claimed by Applicants. As shown in blocks 805 and 806 of Figure 8 in 
the present application, the phone number to be dialed is transferred before the 
receiving wireless telephone is controlled or instructed to dial the telephone 
number. Accordingly, Claim 19 recites the data exchange and control elements 
as separate limitations. In addition, not only is Mauney silent as to one wireless 
handset controlling another, but Mauney also fails to more specifically show one 
wireless handset dialing a specific telephone number on another as claimed in 
the present application. 

Furthermore, Applicants respectfully assert that Mauney teaches away 
from the configuration where one wireless handset controls another. Mauney 
teaches that the memorize feature can only be activated if the transmitting and 
receiving wireless handsets are first brought in close proximity to one another, 
and then a predetermined key is pressed on both handsets within a short time 
window (col. 16, lines 24-30). As such, Mauney teaches that the user of the 
receiving wireless handset must interact to complete the memorize feature, 
which in effect teaches awav from the ability of the transmitting handset to control 
the receiving handset. 

For the reasons discussed herein, Applicants respectfully assert that the 

combination of Bell and Mauney does not suggest, describe, or teach the claimed 

embodiments of the present invention as recited in independent Claim 19. 

Therefore, independent Claim 19 overcomes the 35 U.S.C. §1 03(a) rejection of 

record, and thus, is in condition for allowance. Since independent Claim 27 recites 
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limitations similar to independent Claim 19, independent Claim 27 also overcomes 
the 35 U.S.C. §1 03(a) rejection of record, and thus, is also in condition for 
allowance. Further, Applicants respectfully submit that the combination of Bell and 
Mauney does not suggest, describe, or teach the additional claimed features of the 
present invention as recited in Claims 20-26 that depend upon allowable base Claim 
19, and Claims 28-34 that depend upon allowable base Claim 27. Therefore, 
Applicants respectfully submit that Claims 20-26 and 28-34 overcome the 35 U.S.C. 
§1 03(a) rejections of record as these claims depend upon allowable base claims. 
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CONCLUSION 



In light of the above remarks, Applicants respectfully request reconsideration 
of the rejected claims. Based on the arguments presented above, Applicants 
respectfully assert that Claims 19-34 overcome the rejections of record, and 
therefore, Applicants respectfully solicit allowance of these Claims. 

The Examiner is invited to contact Applicants' undersigned representative if 
the Examiner believes such action would expedite resolution of the present 
Application. 



Respectfully submitted, 



Dated: 




, 2005 



Arrffiony C. Murabito 
Registration No. 35,295 




Two North Market Street 
Third Floor 
San Jose, CA 95113 
(408) 938-9060 
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